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DETAILED ACTION 
Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

2. Claims 1-20 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-20 of copending Application No. 10/594935. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 3 and 15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Claim 3 recites the limitation "the skin layer" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 
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6. Claim 15 recites the limitation "the skin layer" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by HAFNER 
(US 3,453,097) with evidence by ENCYCLOPEDIA BRITANNICA (microwaves). 

HAFNER teaches a method of separating a body of brittle non-metallic material 
by thermal shock comprising exposing the body to microwave radiation (col. 2 lines 24- 
31 ) to heat the propagation path such that it results in the separating of the body 
material (col. 2, lines 48-54). 

Regarding claim 2, HAFNER discloses that microwaves may be used as the 
laser (col. 2 lines 24-31 ) wherein a person having ordinary skill in the art would have 
known that microwaves have a frequency of 1 GHz - 1THz (or 1000 GHz) as evidenced 
by Encyclopedia Britannica. 

Regarding claim 3, HAFNER indicates that the entire thickness of the glass is cut 
by the laser (col. 2, lines 51-52). 

Regarding claim 4, HAFNER discloses that the area is cooled after the 
microwave irradiation (col. 2, lines 44-45). 
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Regarding claim 5, HAFNER discloses that cooling gas is blown on the body (col. 
4, lines 33-36). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . Claims 9, 1 0, 1 3, and 1 5-1 8 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over HAFNER (US 3,453,097) with evidence by ENCYCLOPEDIA 
BRITANNICA (microwaves). 

HAFNER teaches a method of separating a body of brittle non-metallic material 
by thermal shock as discussed above. 

Regarding claim 9, HAFNER is silent to placing a metal mask upon the glass, 
however it would have been obvious to one of ordinary skill in the art to place a metal 
mask on the glass because doing so would protect the glass from any damage while 



Application/Control Number: 10/584,792 Page 5 

Art Unit: 1791 

irradiating with the laser. Additionally, HAFNER discloses that it is an objective to 
produce glass products that do not require any additional processing for the finished 
product in order to lower production costs (col. 1 , lines 47-57). 

Regarding claim 10, HAFNER discloses that the propagation line may be 
exposed to one or more laser beams at the same time (col. 3, lines 50-54) which 
indicates that the propagation path may be exposed to microwave all at once if several 
beams follow the same propagation path. 

Regarding claim 13, HAFNER teaches that if an IR radiation laser is used, the 
glass body is coated with an infrared-absorptive agent (col. 3, lines 69-71). Since 
HAFNER also discloses that microwave irradiation may be used (col. 2 lines 24-31), a 
person having ordinary skill in the art would have known to adapt the method to coat the 
glass with a microwave absorbent instead. 

Regarding claim 15, HAFNER indicates that the entire thickness of the glass is 
cut by the laser (col. 2, lines 51-52). 

Regarding claim 16, see the discussion of claim 10 above. 

Regarding claim 17, HAFNER discloses that the area is cooled after the 
microwave irradiation (col. 2, lines 44-45). 

Regarding claim 18, see the discussion of claim 9 above. 



12. Claims 6, 1 1 and 1 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over HAFNER (US 3,453,097) as evidenced by ENCYCLOPEDIA BRITANNICA 
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(microwaves) as applied to claims 1-5, 9, 10, 13, and 15-18 above and further in view 
of HOEKSTRA et al. (US 6,660,963 B2). 

HAFNER teaches a method of separating a body of brittle non-metallic material 
by thermal shock as discussed above. HAFNER is silent to placing the glass on a cold 
metal. HOEKSTRA teaches that chilling the bottom surface of a substrate is a method 
of separating a glass after being cut by a laser (col. 8, lines 40-42). A person having 
ordinary skill in the art would have known that the two most common heat transfer 
methods are convection and conduction. It would have been obvious to one of ordinary 
skill in the art to try a conduction cooling method, such as placing the glass on a cold 
surface, because it is more efficient and there is a finite number of identified, predictable 
cooling solutions, with a reasonable expectation of success. 

Regarding claim 1 1 , HOEKSTRA discloses that it is known in the art to scribe the 
glass before using a laser along the propagation path to sever the glass (col. 6 line 63 - 
col. 7 line 6). It would have been obvious that the method of HAFNER could have 
adopted the scribing step of HOEKSTRA because HOEKSTRA discloses that the initial 
scribing achieves precise microscopic thermal gradients (col. 8, lines 24-25). 

Regarding claim 19, see the discussion of claim 1 1 above. 

1 3. Claims 7 and 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
HAFNER (US 3,453,097) as evidenced by ENCYCLOPEDIA BRITANNICA 
(microwaves) as applied to claims 1-5, 9, 10, 13, and 15-18 above and further in view 
of LARSEN (US 2004/0123627 A1). 
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HAFNER teaches a method of separating a body of brittle non-metallic material 
by thermal shock as discussed above. HAFNER is silent to placing a microwave 
transparent material on the body's surface. 

LARSEN teaches a glass masking method using lasers such that the masking 
material is burned through without damaging the glass underneath or any coatings 
(abstract). It would have been obvious to one of ordinary skill in the art to place one of 
these masks on the surface of the glass of HAFNER because LARSEN discloses that 
these masks protect the glass from abrasion and scratches during manufacture (para. 
0007 - para. 0008). 

Regarding claim 8, LARSEN teaches that a variety of masking materials may be 
used (para. 0052, lines 1-2) but cites that the material should be sufficiently clear to 
allow viewing the glass through the masking material (para. 0052, lines 3-4). It would 
have been obvious to one of ordinary skill in the art to try quartz as the masking material 
since it fits the sufficiently clear requirement of LARSEN. 

14. Claims 12 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over HAFNER (US 3,453,097) as evidenced by ENCYCLOPEDIA BRITANNICA 
(microwaves) as applied to claims 1-5, 9, 10, 13, and 15-18 above and further in view of 
NOWICKI (Microwave Sources). 

HAFNER teaches a method of separating a body of brittle non-metallic material 
by thermal shock. HAFNER is silent to the source of microwaves. 
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NOWICKI discloses that the two most common microwave sources are 
Magnetrons and Gyrotrons. It would have been obvious to try a magnetron in the 
process of HAFNER because NOWICKI discloses that it is highly efficient and has low 
operating cost (p. 1 ) which would accomplish the objective of HAFNER (col. 1 , lines 59- 
63). 

15. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
HAFNER (US 3,453,097) as evidenced by ENCYCLOPEDIA BRITANNICA 
(microwaves) as applied to claims 1-5, 9, 10, 13, and 15-18 above and further in view of 
DEVITAetal. (US 3,238,475). 

HAFNER teaches a method of separating a body of brittle non-metallic material 
by thermal shock. HAFNER is silent to the microwave absorbent material. 

DE VITA teaches that carbon materials are microwave absorbent materials (col. 
3, lines 2-3). Since HAFNER discloses that the absorbent materials are known in the 
art (col. 3, lines 18-20), it can be assumed that any microwave absorbent material would 
be available for use in the absorbent layer of HAFNER. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 7. HAMER et al. (US 3,543,979). 
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18. 


GRAHAM et al. (US 3,629,545). 


19. 


GROVE etal. (US 3,800,991 ). 


20. 


MORGAN et al. (US 4,467,168). 


21. 


DEKKER et al. (US 5,084,604). 


22. 


ZONNEVELD et al. (US 5,132,505). 


23. 


KONDRATENKO (US 5,609,284). 


24. 


STEVENS (US 5,622,540). 


25. 


OSTENDARP et al. (US 6,1 1 2,967). 


26. 


CHOO et al. (US 6,407,360 B1 ). 




Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to CYNTHIA SZEWCZYK whose telephone number is 
(571 )270-5130. The examiner can normally be reached on Monday through Thursday 
7:30 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on (571) 272-1189. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Steven P. Griffin/ 

Supervisory Patent Examiner, Art 

Unit 1791 

CS 



